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TRADE DRESS PROTECTION FOR WEB SITES:
IS IT TIME FOR THE LAW
TO OVERTAKE THEORY?
I. INTRODUCTION
Is the "look and feel" of an intemet web site protected by trade
dress provisions of the Lanham Act,' or is an aggrieved party's
remedy found only within the narrow confines of the Copyright
Act?2 A court first addressed this issue in Blue Nile, Inc. v.
Ice.com, Inc.3 Blue Nile sought protection under the Copyright
Act, a mainstream remedy, and the Lanham Act, an unfamiliar
remedy. The court in Blue Nile, noting the uniqueness of the
plaintiffs approach, stated, "this is a novel legal theory as
evidenced by plaintiffs resort to two unpublished district court
cases to support its trade dress claim and the Court's survey of
recent scholarship regarding protection for the 'look and feel' of
websites."4 Is it past time for the law to overtake theory?
This article discusses how modem courts are applying the
scholarly theory of extending trade dress protection to the overall
look and feel of web sites. Section II of this article provides
background information on the history of trade dress and the
Internet. Section III summarizes three recently decided cases: (1)
Blue Nile, (2) SG Services Inc. v. God's Girls Inc.,' and (3) Taylor
1. See 15 U.S.C. § 1125(a) (2006).
2. See 17 U.S.C. § 102 (2006).
3. Blue Nile, Inc. v. Ice.com, Inc., 478 F. Supp. 2d 1240, 1242 (W.D. Wash.
2007).
4. Id. at 1246.
5. SG Servs. Inc. v. God's Girls Inc., No. CV 06-989, 2007 WL 2315437
(C.D. Cal. May 9, 2007).
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Building Corp. of America v. Benfield.6 In all three cases, each
claimant argued that the overall look and feel of its web site was
infringed upon. Section IV will examine whether the courts in
those three cases correctly analyzed whether or not the overall
look and feel of the claimants' web sites were infringed upon. It
will argue that the courts in SG Services and Taylor incorrectly
applied the elements of trade dress analysis, and future courts
should follow the Blue Nile court's analysis.
II. BACKGROUND
The novel concept of web site trade dress protection has been
the focus of several recent cases involving alleged infringement of
the overall look and feel of web sites by competing web site
owners. In the past decade, legal scholars have argued to extend
trade dress protection from protecting tangible products on store
shelves to "cyberspace" and the appearance of web sites.7 The
concept of trade dress can be traced through a line of cases
beginning with Blanchard v. Hill, and eventually leading to an
increasing number of present cases, several relating to Internet
web page protection.8
A. The Internet
Statistics indicate that our global society is becoming
increasingly dependant on the Internet. Over one billion people
worldwide are connected to the Internet, including 71.1% of the
total population of North America.9 The Internet has endured a
265.6% increase in worldwide usage since the year 2000.0 The
Internet is one of several routes on the "Information
6. Taylor Building Corp. of Am. v. Benfield, 507 F. Supp. 2d 832 (S.D. Ohio
2007).
7. See ROBERT C. DORR & CHRISTOPHER H. MUNCH, PROTECTING TRADE
DRESS § 1.1 (1992).
8. Id. (citing Blanchard v. Hill, (1742) 26 Eng. Rep. 692 (case argued and
determined in the time of Lord Chancellor Hardwicke)).
9. Internet World Stats, Internet Usage Statistics,
http://www.internetworldstats.com/stats.htm (last visited Feb. 11, 2008).
10. Id.
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Superhighway." 1' Other routes include channels for transmitting
audio and video signals, data, and telephone and fax connections. 12
Physically speaking, "the Internet is a group of computers and
computer networks that are physically connected and speak the
same language."' 3  Physical connections can be established
through commercial phone lines, high-speed cables, or wireless
connections. 4  The connections are important because they
effectively allow users to use software protocols to exchange
data. '"
"The Internet . . . evolved from an experimental network
commissioned by the Department of Defense in 1969 as 'ARPA-
NET' (of the Advanced Research Project Agency)."'' 6 In 1982-
1983, a set of standard network protocols called TCP/IP were
created."' This establishment laid the foundation for network
interconnectivity and the remarkable expansion of the Internet. 8
For several years, the Internet steadily evolved to accommodate
commercial activity, hosting an open system for text-based
services like electronic mail, news groups, and listservs that
enabled users to share messages. 19
In 1994, a standard programming language referred to as
hypertext markup language ("HTML"), emerged to create the core
for the incredible expansion of an Internet application called the
World Wide Web.20
The World Wide Web refers to "millions of servers, or host
computers, using HTML . . . and related standards that are
interconnected through the Internet and that communicate using a
standard protocol such as HTTP or 'hypertext transfer protocol.' 2'
The Web contains sites that feature graphical home pages
11. RALPH B. STUART, III & CHRISTOPHER MOORE, SAFETY & HEALTH ON
THE INTERNET 2 (2d ed. 1998).
12. Id.
13. Id. at 1.
14. Id. at 2.
15. Id.
16. KENT D. STUCKEY, INTERNET AND ONLINE LAW, at xv (2007).
17. Id.
18. Id.
19. Id. at xvi.
20. Id.
21. Id.
3
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displaying highlighted text and hot links with graphics.22 Users
can access these sites by using Web browsing software installed on
their personal computers.23
The Web's existence has revolutionized numerous global
services markets, allowing consumers to communicate with a
global community of unrelated parties.24 This has helped open the
door to providers looking to establish their services in sometimes
difficult markets.25
B. Trade Dress' Origins
"The oldest and most traditional definition of trade dress was
limited to the overall appearance of labels, wrappers, and
containers used in packaging a product."26 The concept of trade
dress seems to have first appeared in the English court system.27
The English chancellor set the standards for success in the defense
of one's trade dress claim in the eighteenth century.28 Under the
old English law, "[a]ctual bad faith adoption of the first user's
dress was required, along with some evidence of intent to pass off
the second user's trade as that of the first user."29 The English
chancellor recognized this bad faith adoption in a dispute
involving two cloth makers.3" The chancellor acknowledged the
first cloth maker's cause of action to prevent the second maker
from "fraudulently 'put[ting] off bad cloth or to draw customers
away from the first cloth maker."'" However, in a different
dispute, the chancellor refused to prevent a second card maker
from using a design that a first card maker had an exclusive right
to use, due to the lack of evidence of a clear attempt to "pass off'
22. STUCKEY, supra note 16, at xvi.
23. Id.
24. Id.
25. Id.
26. 1 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR
COMPETITION § 8:1 (4th ed. 2007) [hereinafter MCCARTHY].
27. See DoRR & MUNCH, supra note 7, § 1.1.
28. Id.
29. Id.
30. Id.
31. Id.
160
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the cards as those of another.3
2
Similarly, in 1783, the seller of an ointment sued a competitor
for using the same name for its ointment.3 3 The court followed the
Lord Chancellor's decision in the card maker dispute, stating that
"the plaintiff and defendant use the name of the original inventor,
and no evidence was given of the defendant having sold it as if
prepared by the plaintiff.
34
The turn of the nineteenth century changed the way courts
viewed trade dress infringement. Cases in the nineteenth century
diminished the previously strict insistence on fraud as a necessary
element of proof.35 Plaintiffs began to support their common law
trade dress rights by demonstrating the identifying qualities of
their products, rather than showing the fraud of their competitors.36
The concept of trade dress as a separate basis for trademark
protection in American law appears to have originated in Coats v.
Merrick Thread Co.37 The Supreme Court stated, "the defendants
have no right to dress their goods up in such a manner as to
deceive an intending purchaser, and induce him to believe he is
buying those of the plaintiffs. 38
This holding was affirmed at the brink of the twentieth century
in a case involving a medicine named Castoria.39 Although a rival
producer of the medicine advertised its product under the same
name, it labeled its package "Castoria Medicine Co., Kansas City,
USA," in large block letters.4" The court refused to grant an
injunction, stating the following:
In cases to restrain competition by simulation of
trade dresses, it is only when the likeness deceives,
or will probably deceive, the buyers into the
32. Id. (quoting Blanchard v. Hill, (1742) 26 Eng. Rep. 692, 694).
33. DORR & MUNCH, supra note 7, § 1.1 (citing Singleton v. Bolton, (1783)
99 Eng. Rep. 661).
34. Id.
35. Id.
36. Id.
37. Id. § 1.2 (citing Coats v. Merrick Thread Co., 149 U.S. 562 (1893)).
38. Id. (quoting Coats, 149 U.S. at 566).
39. DORR & MUNCH, supra note 7, § 1.2 (citing Centaur Co. v. Marshall, 97
F. 785 (8th Cir. 1899)).
40. Id.
5
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purchase of the goods of one manufacturer or
vendor as those of another, and only to the extent
that it thus deceives, that any legal injury results, or
that a court of equity may grant any relief.4
C. Trade Dress under the Lanham Act
Trade dress protection is granted under § 43(a) of the Lanham
Act.42 The Lanham Act, the federal act regulating trademarks, was
passed in 1946 and revised in 1988. 43 Section 43(a)(1) of the Act
states the following:
(a) (1) Any person who, on or in connection with
any goods or services, or any container for goods,
uses in commerce any word, term, name, symbol,
or device, or any combination thereof, or any false
designation of origin, false or misleading
description of fact, or false or misleading
representations of fact, which -
(A) is likely to cause confusion, or to
cause mistake, or to deceive as to the
affiliation, connection, or association of
such person with another person, or as to the
origin, sponsorship, or approval of his or her
goods, services, or commercial activities by
another person, or
(B) in commercial advertising or
promotion, misrepresents the nature,
characteristics, qualities, or geographic
origin of his or her or another person's
goods, services, or commercial activities,
shall be liable in a civil action by any person who
believes that he or she is or is likely to be damaged
41. Id. (quoting Centaur, 97 F. at 788-89).
42. SHELDON W. HALPERN ET AL., FUNDAMENTALS OF UNITED STATES
INTELLECTUAL PROPERTY LAW: COPYRIGHT, PATENT, AND TRADEMARK 300
(1999).
43. DORR & MUNCH, supra note 7, § 2.1.
6
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by such act."
Prior to § 43(a), a line of Supreme Court cases substantially
narrowed the scope of trade dress protection. 45 The Sears/Compco
line of cases held that a state may not challenge federal patent laws
by preventing producers from copying an article that is not
protected by any federal patent or copyright law.4 6 The Sears
court reasoned that states would not be able to grant a monopoly to
a producer when the government established the existence of free
competition.47  These cases, in effect, eliminated state law
channels as options through which claimants could seek protection
of trade dress infringement.48
With the emergence of § 43(a), federal trade dress protection
became more desirable while the state common law of unfair
competition diminished in significance.49  Under § 43(a), a
product's trade dress is protectable if the plaintiff can show that
the defendant's use of the same or similar trade dress is likely to
confuse consumers.5" The statute allows trade dress protection if
the trade dress is nonfunctional, has acquired secondary meaning,
and if its imitation creates a likelihood of consumer confusion."
1. Functionality
"Functionality is determined in light of the 'utility' that the trade
dress may play on any given product."52 The utility of a particular
trade dress is determined by considering whether the trade dress is
essential to competition. 3 When establishing functionality, courts
44. 15 U.S.C. § 1125(a)(1) (2006).
45. DORR & MUNCH, supra note 7, § 2.2 (citing Sears, Roebuck & Co. v.
Stiffel Co., 376 U.S. 225 (1964) and Compco Corp. v. Day-Brite Lighting, Inc.,
376 U.S. 234 (1964)).
46. Id.
47. Id. (citing Sears, 376 U.S. at 232).
48. Id.
49. Id.
50. Fuddruckers, Inc. v. Doc's B.R. Others, Inc., 826 F.2d 837, 841 (9th Cir.
1987).
51. See id. at 842.
52. See HALPERN, supra note 42, at 301.
53. Id.
7
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look to whether or not competitors need that specific trade dress to
compete in the market or if granting the trade dress to one entity
would produce a monopoly on the goods, granting a "backdoor"
patent to the claimant. 4
The courts have broken down functionality into two types:
utilitarian functionality and aesthetic functionality. In Ives, the
Supreme Court defined utilitarian functionality by stating, "in
general terms, a product feature is functional if it is essential to the
use or purpose of the article or if it affects the cost or quality of the
article. 55 In 2001, the Supreme Court confirmed this definition in
TrafFix.56 In TrafFix, the plaintiff sought trade dress protection on
a dual-spring design stand for portable work signs. 7 The Supreme
Court held that the existence of expired utility patents claiming the
dual-spring design created a strong evidentiary inference of the
design's functionality, thus precluding trade dress protection on
the design.58
Aesthetic functionality has been a highly criticized concept; 59
nonetheless, it has been defined as a visually attractive and
aesthetically pleasing design that, due to its functionality, is free
for all to copy and imitate."6
2. Inherently Distinctive and Secondary Meaning
A trade dress is inherently distinctive if its "intrinsic nature
serves to identify a particular source . "..."61 "Trade dress that is
not inherently distinctive . . . requires proof of secondary
54. Id.
55. Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 850 n.10 (1982).
56. See Traffix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 32
(2001).
57. Id. at 23.
58. Id. at 33-34. The plaintiff was unable to show that design was merely
ornamental, incidental, or arbitrary. Id.
59. See 1 MCCARTHY, supra note 26, § 7:81. Professor McCarthy criticized
the aesthetic functionality concept by stating "ornamental aesthetic designs are
the antithesis of utilitarian designs. Id. The Ninth Circuit has recognized and
accepted Professor McCarthy's criticism. See Clicks Billiards v. Sixshooters
Inc., 251 F.3d 1252 (9th Cir. 2001).
60. 1 MCCARTHY, supra note 26, § 7:79.
61. Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 768 (1992).
164
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meaning. ' 62 Secondary meaning can be characterized through a
set of factors which indicate purchaser identification of the mark
with a single source.63 Originally, "proof of secondary meaning
was a condition precedent to obtaining protection against
infringement of all types of trade dress under the common law of
unfair competition."'  In 1992, the Supreme Court held that
inherently distinctive trade dress is protectable under § 43(a) of the
Lanham Act without a showing that it had acquired secondary
meaning.65 In 2000, the Supreme Court fashioned the current rule,
holding that a plaintiff asserting trade dress infringement under §
43(a) must always prove that the design has acquired secondary
meaning in the market.66  In present day, it is becoming
exceedingly harder for a seller to successfully prove that their
product. has acquired secondary meaning when the design is
common in the marketplace. 67 For instance, the Second Circuit
held that no secondary meaning was proven in a case involving
several sellers of standard-sized black makeup compacts.68 In
another case, the Trademark Trial and Appeal Board held that a
seller's guitar shape had not achieved secondary meaning due to
the fact that it was substantially similar to hundreds of other guitar
shapes. 69
3. Likelihood of Confusion
When examining a trade dress issue, courts determine whether
or not infringement exists by looking at whether there is a
likelihood of confusion resulting from the competitor's use of
trade dress.7" Courts determine the existence of a likelihood of
confusion by considering several factors, including "(1) the degree
62. SIEGRUN D. KANE, TRADEMARK LAW: A PRACTITIONER'S GUIDE § 3:2.3
(4th ed. 2006).
63. Id.
64. 1 MCCARTHY, supra note 26, § 8:8.
65. Two Pesos, 505 U.S. at 776.
66. Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. 205, 216 (2000).
67. 1 MCCARTHY, supra note 26, § 8:11.50.
68. See Mana Prods., Inc. v. Columbia Cosmetics Mfg., Inc., 65 F.3d 1063
(2d Cir. 1995).
69. See In re Gibson Guitar Corp., 61 U.S.P.Q.2d 1948 (T.T.A.B. 2001).
70. 1 MCCARTHY, supra note 26, § 8:15.
9
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of similarity between the marks; 71 (2) the intent of the alleged
infringer; 72 (3) evidence of actual confusion; (4) similarity in
products and how they are marketed; (5) the strength of the
mark; 73 and (6) the degree of care likely to be exercised by
purchasers. 74  In addition, several circuits have held that
likelihood of post-sale confusion is relevant to the analysis.75
Although these factors for likelihood of confusion pertain to
trademark infringement, the court stated that the factors equally
apply to trade dress infringement.76
C. Current Status
Today, most courts define trade dress "as consisting of the
totality of elements."77  As the Eleventh Circuit defines it, the
totality of elements in a trade dress claim involve "the total image
of the product and may include features such as size, shape, color
or color combinations, texture, graphics, or even particular sales
techniques. 78  The Supreme Court later adopted the Eleventh
71. "The degree of similarity between marks rests on sight, sound, and
meaning." Sally Beauty Co. v. Beautyco, Inc., 304 F.3d 964, 972 (10th Cir.
2002). "[Courts] must determine whether the allegedly infringing mark will
confuse the public when singly presented, rather than when presented side by
side with the protected trademark." Id.
72. "Proof that a defendant chose a mark with the intent of copying the
plaintiffs mark may, standing alone, justify an inference of likelihood of
confusion." Id. at 973. When examining intent, the court focuses on whether
the alleged infringer intended to derive a benefit from the reputation or goodwill
of the mark holder. King of the Mountain Sports, Inc. v. Chrysler Corp., 185
F.3d 1084, 1091 (10th Cir. 1999).
73. The categories of trademarks in ascending order of relative strength are:
(1) generic; (2) descriptive; (3) suggestive; (4) arbitrary; and (5) fanciful. Sally
Beauty Co., 304 F.3d at 975-6.
74. Sally Beauty Co., 304 F.3d at 972.
75. See Gen. Motors Corp. v. Urban Gorilla, LLC, 500 F.3d 1222, 1227
(10th Cir. 2007) (citing cases from four other circuit courts of appeal
recognizing the relevance of post-sale confusion; reasoning that post-sale
confusion is relevant because the Lanham Act was intended to protect the
market as whole from product confusion).
76. Sally Beauty Co., 304 F.3d at 972.
77. 1 MCCARTHY, supra note 26, § 8:4.
78. John H. Harland Co. v. Clarke Checks, Inc., 711 F.2d 966, 980 (11 th Cir.
1983).
10
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Circuit's definition. 79
Other circuits have defined trade dress similarly. For example,
the Second Circuit stated, "The concept of trade dress
encompasses the design and appearance of the product together
with all the elements making up the overall image that serves to
identify the product presented to the consumer."8 Also, the Sixth
Circuit stated that "any 'thing' that dresses a good can constitute
trade dress."81 The court did caution that anything being
considered for trade dress protection must be tangible.82 Intangible
aspects of a product such as its marketing scheme, its "aura" or
"the cachet that ownership or display of it creates" cannot be
protected by trade dress.83
Recent examples of products protected by trade dress are a
magazine cover design,84 the "G" shape of the frame of a GUCCI
watch,85 and the design of a handbag.86 Trade dress protection has
even gone as far as the distinctive performing style of a rock music
group. 8
7
The Tenth Circuit recently held that a car manufacturer could
not enjoin an automobile body kit manufacturer from creating
body kits bearing a likeness to a specific product line of the car
manufacturer.88 The court determined that the car manufacturer
79. See Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 764 n.1 (1992).
80. Fun-Damental Too, Ltd. v. Gemmy Industries Corp., 111 F.3d 993, 999
(2d Cir. 1997).
81. Abercrombie & Fitch Stores, Inc. v. American Eagle Outfitters, Inc., 280
F.3d 619, 630 (6th Cir. 2002).
82. Id.
83. Id.
84. See Reader's Digest Ass'n v. Conservative Digest, 821 F.2d 800 (D.C.
Cir. 1987).
85. See Gucci Timepieces Am., Inc. v. Yidah Watch Co., No. CV-97-6985,
1998 WL 650078 (C.D. Cal. Aug. 4, 1998).
86. See Malletier v. Dooney & Bourke, Inc., 340 F. Supp. 2d 415 (S.D.N.Y.
2004), rev'don other grounds 454 F.3d 108 (2d Cir. 2006).
87. See Cesare v. Work, 520 N.E.2d 586 (Ohio Ct. App. 1987) (holding that
the collection of stage setting, instruments, band member outfits, song list,
character interpretation, and choreography of the audience participation asserted
the identity of the source).
88. Gen. Motors Corp. v. Urban Gorilla, LLC, 500 F.3d 1222, 1228 (10th
Cir. 2007).
11
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had not met its burden of establishing a likelihood of confusion.89
III. SUBJECT OPINIONS: BLUE NILE, INC. V. ICE.COM, INC., SG
SERVICES INC. V. GOD'S GIRLS INC., AND TAYLOR BLDG. CORP. OF
AMERICA V. BENFIELD
A. Blue Nile, Inc. v. Ice. Com, Inc.
The plaintiff, Blue Nile, an online diamond and fine jewelry
retailer, directed its business through three web sites:
www.bluenile.com, www.bluenile.ca, and www.bluenile.co.uk.9 °
The defendant, Ice.com, is also an online retailer of diamond and
fine jewelry business. 9  It operated its own web site,
www.daimond.com, which it purchased from Odimo, Inc. in May
of 2006.92
Blue Nile alleged that Ice.com copied the "overall look and feel"
of the diamond search web pages.93 On July 25, 2006, Blue Nile
filed an amended complaint asserting trade dress infringement
under the Lanham Act in addition to other copyright claims.94 At
trial, Ice.com moved to dismiss Blue Nile's trade dress claim; it
contended that the trade dress claim under § 43(a) of the Lanham
Act overlapped with Blue Nile's other copyright claims.95 The
court denied dismissal of Blue Nile's trade dress claim due to the
89. Id. The court stated the following:
In determining ... likelihood of confusion..., [courts should
consider] (1) the degree of similarity between the products;
(2) the intent of the alleged infringer in designing its product;
(3) evidence of actual confusion; (4) similarity in how the
products are marketed; (5) the degree of care likely to be
exercised by purchasers; and (6) the strength of the trade
dress.
Id. at 1227.
90. Blue Nile, Inc. v. Ice.com, Inc., 478 F. Supp. 2d 1240, 1243 (W.D. Wash.
2007).
91. Id.
92. Id.
93. Id.
94. Id.
95. Id.
12
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novelty of the claim.96 Essentially, the court concluded that
greater factual development was necessary in order to determine
whether or not Blue Nile's copyright claims provide an adequate
remedy.9 7  If the copyright claims were found to provide a
sufficient remedy, it would justify the dismissal of the trade dress
claim.98 The district court reasoned that many courts use caution
when applying Lanham Act protection in areas where copyright
law traditionally provides an adequate remedy.99
In response, Blue Nile argued that its trade dress claim was not
limited to or covered exclusively by the Copyright Act because the
look and feel of a website is "not copyrightable."'' °  After
reviewing Blue Nile's allegations relating to the "design and
presentation of diamond search features," the court found the
contention sufficient to support a claim that "[Blue Nile] is seeking
to protect the 'look and feel' of its web site." ''
Blue Nile next alleged that protection for the look and feel of its
website was outside of the Copyright Act's realm."°2 In addressing
this allegation, the court referred to a prior case involving the "user
interface" of computer software.0 3 In that case, the court stated
that "whether non-literal components of a program, including...
the user interface and [the look and feel of the program], are
protected [by copyright] depends on whether, on the particular
facts of each case, the component in question, qualifies as an
expression of an idea, or an idea itself."'0 4
In the instant case, the court relied on statutory language from §
102(b) of the Copyright Act0 5  to establish that factual
96. Blue Nile, 478 F. Supp. 2d at 1243.
97. Id.
98. See id.
99. Id. at 1244 (citing Dastar Corp. v. Twentieth Century Fox Film Corp.,
539 U.S. 23, 34 (2003)).
100. Id.
101. Id.
102. Blue Nile, 478 F. Supp. 2d at 1244.
103. Id. at 1244-45 (citing Johnson Controls, Inc. v. Phoenix Control Sys.,
Inc., 886 F.2d 1173 (9th Cir. 1989)).
104. Id. at 1245 (quoting Johnson Controls, 886 F.2d at 1175) (emphasis and
brackets added by Blue Nile court).
105. "In no case does copyright protection for an original work of authorship
extend to any idea." 17 U.S.C. § 102(b) (2006).
169
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development is necessary before the court can decide what
portions of Blue Nile's web site are protected." 6 The court noted
that Ice.com cited several cases in the court's jurisdiction as well
as the Ninth Circuit that dismissed Lanham Act claims when they
overlapped with copyright claims; however, "all of those cases
were decided with a developed factual background at summary
judgment."' 7
B. SG Services Inc. v. God's Girls Inc.
The plaintiff in this case, like Blue Nile, was the owner and
operator of a commercial website. SG Services created an
"alterna-pom" adult web site, www.suicidegirls.com. l08 The web
site features news updates, message boards, interviews and
photographs of clothed and nude models." 9 The defendant, God's
Girls created and operates a competing "alterna-pom" web site,
www.godsgirls.com." l God's Girls launched its web site on June
1, 2006."' Similar to SG Services' web site, God's Girls' web site
featured photographs of clothed and nude models, interactive chat
rooms and additional features like message boards. " 2
On June 4, 2006, SG Services filed an ex parte application for a
temporary restraining order, which would have forced God's Girls
to shut down its web site." 3  SG Services argued that the
restraining order was necessary due to the fact that God's Girls
infringed on their trademark and trade dress."14 The district court
denied the application for the restraining order due to the fact that
SG Services had not properly raised all of its claims in its amended
complaint. "5 Regarding the claims that were properly raised, the
court held that SG Services had not "shown a likelihood of success
106. Blue Nile, 478 F. Supp. 2d at 1245.
107. Id.
108. SG Servs. Inc. v. God's Girls Inc., No. CV 06-989, 2007 WL 2315437,
at * 1 (C.D. Cal. May 9, 2007).
109. Id.
110. Id.
111. Id.
112. Id.
113. Id.
114. SG Servs., 2007 WL 2315437, at *1.
115. Id.
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on the merits of irreparable injury." ''"6
SG Services asserted that God's Girls infringed certain aspects
of its web site: the use of the color pink and specific phrases
("they're the girl next door" and "so you wanna be a suicide
girl?").t' 7 The court noted that SG Services failed to provide a
copy of the web site pages that were allegedly infringed upon or a
copy of the allegedly infringing web site." 8 Consequently, the
court analyzed the trade dress issue using the small amount of
evidence admitted: printouts of three pages of SG Services' web
site and two pages from God's Girls' web site." 9  The district
court analyzed the web site pages using the trade dress analysis
applied in Rachel v. Banana Republic, Inc.'2
1. SG Services Web Site Is Functional
The Ninth Circuit first described the test to determine
functionality:
A product feature is functional if it is essential to
the product's use or if it affects the cost and quality
of the product .... In determining functionality, a
product's trade dress must be analyzed as a whole.
... The issue of functionality has been consistently
treated as a question of fact . . . . However, we
have placed the burden of proof on the plaintiff.
Functional features of a product are features which
constitute the actual benefit that the consumer
wishes to purchase, as distinguished from an
assurance that a particular entity made, sponsored,
or endorsed a product. ''
Because SG Services had not registered its web site or any of the
116. Id.
117. Id. at *8.
118. Id.
119. Id.
120. SG Servs., 2007 WL 2315437, at *8 (citing Rachel v. Banana Republic,
Inc., 831 F.2d 1503 (9th Cir. 1987)).
121. Id. (quoting Rachel, 831 F.2d at 1506).
15
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technical design elements on the United States Patent and
Trademark Office principal register, it had the burden of
establishing that the color and specific phrases used on its web site
were nonfunctional.122 SG Services argued that its features are
nonfunctional due to the fact that God's Girls failed to make a
contrary argument in their trial brief.'23 In addition, SG Services
argued that the phrases to which it claimed trade dress protection
were an "intentional design element of the SG web site."' 24 The
court agreed that, at times, colors and phrases may be
nonfunctional under the Ninth Circuit's test, but in the present
case, they were "merely adornment and do not 'constitute the
actual benefit that the consumer wishes to purchase."' 125
2. SG Services' Web Site Has Not Acquired Secondary Meaning
The district court identified secondary meaning as "the mental
association by a substantial segment of consumers and potential
consumers 'between the alleged mark and a single source of the
product." 1 26 The court considered seven factors in determining
whether SG Services' web site had acquired secondary meaning:
(1) Whether actual purchasers of the product
bearing the claimed trademark associate the
trademark with the producer; (2) the degree and
manner of advertising under the claimed trademark;
(3) the length and manner of use of the claimed
trademark; (4) whether use of the claimed
trademark has been exclusive; (5) evidence of sales,
advertising, and promotional activities; (6)
unsolicited media coverage of the product; and (7)
attempts to plagiarize the mark. 12 7
122. Id. at *9.
123. Id.
124. Id.
125. Id. (citing Rachel, 831 F.2d at 1506).
126. SG Servs., 2007 WL 2315437, at * 9 (citing Levi Strauss & Co. v. Blue
Bell, Inc., 778 F.2d 1352, 1354 (9th Cir. 1985)).
127. Id. (citing First Brands Corp. v. Fred Meyer, Inc., 809 F.2d 1378, 1383
16
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In order to prove that its web site had acquired secondary
meaning, SG Services provided evidence of its commercial
success and media coverage in the web site. 128  The court
acknowledged the evidence but determined that SG Services failed
to present any evidence that would lead consumers to associate SG
Services with the color pink or the phrases, "they're the girl next
door" and "so you wanna be a suicide girl?"' 29 Accordingly, the
court found that "no reasonable jury could infer that those who
view the GG website associate its features with SG's trade
dress."'30
3. Likelihood of Confusion Does Not Exist Between SG Services'
Web Site and God's Girls' Web Site
In examining the evidence available, the court concluded that no
reasonable jury could find God's Girls to have used SG Services'
trade dress in order to cause confusion about the source of its web
site.' The color pink that SG Services primarily decorated their
web site with was hardly used in God's Girls' web site; God's
Girls used blue as its predominant color. 13 2
The court was also unable to find that God's Girls copied or
imitated the phrases that SG Services claims were infringed.'33 In
fact, the pages admitted into evidence did not even contain the
phrases that God's Girls allegedly incorporated into its web site.'34
God's Girls allegedly used the phrase "the other girl next door,"
and the court found that no reasonable consumer would be
confused as to the source of the phrase.'35 The court even admitted
that had a viewer of the web site confused God Girls' phrase with
SG Services' trade dress, the use of the word "other" in God Girls'
phrase undoubtedly indicated that the two phrases were separate
(9th Cir. 1987) and Levi Strauss, 778 F.2d at 1358).
128. Id.
129. Id. at *10.
130. Id.
131. Id.
132. SGServs., 2007 WL 2315437, at *10.
133. Id.
134. Id.
135. Id.
17
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and distinct.'36 In addition, the words and phrases in the examined
web pages were small and difficult to notice amongst all of the
pictures, message boards, marks, and advertisements. 1
37
4. God's Girls Did Not Infringe upon SG Services' Trade Dress
In making its determination, the court stated that SG Services
failed to provide sufficient evidence to support a trade dress
claim. 138  The court reasoned that SG Services had not even
specified which of God's Girls' products infringed upon its trade
dress. '3  SG Services based most of its allegations on an expert
witness on the creation and design of brands."'4 The court found
the expert's testimony inadmissible due to the fact that he had not
signed his declaration under the penalty of perjury and because his
statements were unfounded.' 4
C. Taylor Building Corp. ofAmerica v. Benfield
The plaintiff, Taylor Building Corporation of America
("Taylor"), is a residential construction company.142 Taylor had a
web site where it displayed photographs of its model homes.'
4 3
The defendant, Eric Benfield, registered the domain name
www.TaylorHomesRipoff.com because he was dissatisfied with
the home that Taylor had built for his parents.'" The web site,
which Benfield refers to as a "gripe site," included a photograph of
a model home that Taylor was constructing in Florence, Kentucky
and several photographs of the home that Taylor was building for
Benfield's parents in Clermont County, Ohio. 145 At the top of the
136. Id.
137. Id. at*11.
138. SGServs.,2007WL2315437,at*ll.
139. Id. God's Girls products consist of a website, merchandise, and
advertising flyers. Id.
140. Id.
141. Id.
142. Taylor Bldg. Corp. of Am. v. Benfield, 507 F. Supp. 2d 832, 836 (S.D.
Ohio 2007).
143. Id.
144. Id.
145. Id.
18
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web site, Benfield included the following header: "Taylor Homes
Ripoffs. Badly Fingering Your Dreams."'46 From the main page,
users could click on three links, all displaying photographs and
descriptions of various problems with the construction of the
home.'47 The Benfields complained to Taylor about what they
believed to be substandard construction and ordered the
construction to stop. 1
48
Taylor claimed that Benfield's use of the mark on the web site
was intentionally and deceptively similar to his, that the
appearance of Benfield's web site's was similar in its overall
image and impression, and that Benfield designed the web site and
domain name in order to create actual confusion between Taylor's
web site and his own. 149
In Benfield's motion for summary judgment, he asserted
that the Sixth Circuit had established that internet "gripe sites"
were non-commercial and do not violate the Lanham Act; the
court agreed with this contention.' 50
Citing Lamparello v. Falwell, the court listed five elements that
a plaintiff must prove in order to prevail under a cause of action
brought under § 43(a):
(1) That it possesses a mark; (2) that the opposing
party used the mark; (3) that the opposing party's
use of the mark occurred "in commerce"; (4) that
the opposing party used the mark "in connection
with the sale, offering for sale, distribution, or
advertising" of goods or services; and (5) that the
opposing party used the mark in a manner likely to
confuse customers. 151
In combating Benfield's motion for summary judgment, Taylor
raised three specific arguments: First, Benfield's use of the words
"Taylor Homes" and the graphic of the outstretched hand with the
146. Id.
147. Id. at 836-37.
148. Taylor Bldg., 507 F. Supp. 2d at 837.
149. Id. at 844.
150. Id.
151. Id. (citing Lamparello v. Falweli, 420 F.3d 309, 313 (4th Cir. 2005)).
19
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thumb and forefinger around the letter T was confusingly similar
to the mark that Taylor used on its own website.' Taylor's mark
included the word "Taylor" with a series of curving lines that
extended over the top of the T.'53 Second, Benfield's web site was
an instrument of commerce and consequently, was subject to the
Lanham Act.'54 Lastly, Taylor argued that "Benfield's web site is
likely to cause 'initial interest' or 'source confusion' by guiding a
searcher to its website rather than the actual Taylor website."' 55
Concerning Taylor's first argument, the court found that
Benfield did not use Taylor's mark in a manner likely to confuse
customers.'56 The court came to this conclusion by placing the two
images side-by-side.'57 The images had nothing in common
besides the use of the word Taylor.'58  Most importantly,
Benfield's image was followed by the phrase "Badly Fingering
Your Dreams" and "Ripoffs." '59  No reasonable mind could
establish a likelihood of confusion between Benfield's use of the
word "Taylor" and Taylor's mark. 6'
Taylor's second argument was also insufficient to support a
claim under the Lanham Act.'6 ' Taylor relied on an unreported
case from 1997 where the Southern District Court of New York
found that "establishing a typical home page on the Internet, for
access to all users, would satisfy the Lanham Act's 'in commerce'
requirement." '62 The Sixth Circuit addressed that case, but did not
adopt its holding.'63 Conversely, the Sixth Circuit held that a
cybergriping site with a domain name that included the phrase
"sucks.com" had no commercial purpose and did not create any
152. Id. at 845.
153. Id.
154. Taylor Bldg., 507 F. Supp. 2d at 845.
155. Id.
156. Id.
157. Id.
158. Id.
159. Id.
160. Taylor Bldg., 507 F. Supp. 2d at 845.
161. Id.
162. Id. (citing Planned Parenthood Fed'n of Am., Inc. v. Bucci, No. 97 Civ.
0629, 1997 WL 133313, at *3 (S.D.N.Y. Mar. 24, 1997)).
163. Id.
20
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possibility of confusion."6 The court in the instant case referred to
the Fourth Circuit also coming to a similar holding.'65 Benfield
used his web site to drive away customers by posting his
complaints and dissatisfaction; the web site was a "forum for
critic [ism]."' 66 Therefore, no likelihood of confusion existed.'67
Finally, the court rejected Taylor's third argument that
Benfield's web site created "source confusion" and "initial interest
confusion.""'6  The court cited an unpublished Sixth Circuit
decision stating that "a likelihood of initial-interest confusion may
render a defendant liable under the Lanham Act.'69 But, "where
the confusion has little or no meaningful effect in the marketplace,
it is of little or no consequence in [the court's] analysis.""'7 The
court in the present case observed that Benfield's web site
contained no commercial content, offered no service or product for
sale, and did not provide and links to commercial web sites.'7'
Additionally, no user would mistake Taylor's actual web site, even
for an instant, with Benfield's web site, given that Benfield's URL
address is "www.TaylorHomes-Ripoff.com."' 7 2
The court did not have to inquire whether or not Taylor could
prove the other elements of a claim of trade dress infringement
because Taylor was unable to establish a genuine issue of material
fact. 173
IV. ANALYSIS
Extending trade dress protection to web sites remains novel. No
court of any authority has illuminated this concept by laying down
a bright line rule or definitively holding that trade dress protection
164. Id. (citing Taubman Co. v. Webfeats, 319 F.3d 770 (6th Cir. 2003)).
165. Id. at 846 (citing Lamparello v. Falwell, 420 F.3d 309, 313 (4th Cir.
2005)).
166. Taylor Bldg., 507 F. Supp. 2d at 846.
167. Id.
168. Id.
169. Id. (citing Stilson & Assocs. v. Stilson Consulting Group, LLC, 129 F.
App'x 993, 999 (6th Cir. 2005)).
170. Id. (quoting Stilson, 129 F. App'x at 998).
171. Id.
172. Taylor Bldg., 507 F. Supp. 2d at 846.
173. Id. at 846-47.
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under § 43(a) should be extended to web sites. A closer analysis
of the few cases that have treated this issue may explain the courts'
refusal to cloak web sites with trade dress protection.
Although none of the plaintiffs in the cases discussed in section
II of this article were successful in their pursuit of trade dress
protection, Blue Nile, SG Services, and Taylor all revealed how
courts are analyzing trade dress claims brought to protect web
sites. The courts in SG Services and Taylor appeared to correctly
apply the elements of trade dress analysis when examining
whether specific aspects of the web sites were nonfunctional, had
acquired secondary meaning, and whether those aspects
established a likelihood of confusion. Yet, those courts failed to
apply elements of trade dress analysis to the overall look and feel
of the web sites. In effect, the aggrieved parties' trade dress
claims were dismissed because the courts analyzed the trade dress
infringement claims similarly to copyright infringement claims.
This traditional view may be too narrow to adequately afford
necessary protections in our digital world.
A. The Court in SG Services Failed to Apply Trade Dress Analysis
to the Look and Feel of the Web Site
In order to be protected under § 43(a) of the Lanham Act, a
plaintiff must prove that its trade dress is nonfunctional, has
acquired secondary meaning, and that its product's imitation
creates a likelihood of consumer confusion.' 4 When evaluating
whether trade dress infringement exists, courts traditionally apply
their analysis to the totality of elements or the look and feel of the
product.'75 A commonly accepted definition of the totality of
elements in a trade dress claim involves "the total image of a
product and may include features such as size, shape, color or
color combinations, texture, graphics, or even particular sales
techniques." '176
174. See Fuddruckers, Inc. v. Doc's B.R. Others, Inc., 826 F.2d 837, 842 (9th
Cir. 1987).
175. See Fun-Damental Too, Ltd. v. Gemmy Indus. Corp., 111 F.3d 993,
1001 (2d Cir. 1997).
176. John H. Harland Co. v. Clarke Checks, Inc., 711 F.2d 966, 980 (1lth
178
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Unlike Blue Nile, where the court looked at specific features in
concert with the look and feel of the entire web site, the SG
Services court analyzed the trade dress issue by looking solely at
the specific features that the plaintiff alleged were infringed. For
example, the court looked at the phrasing on the SG Services web
site and compared it to the phrasing on the God's Girls web site.'77
The court did correctly analyze the plaintiff's contention regarding
the defendant's use of the color pink. Instead of examining
specific elements of the web site that were decorated with pink, the
court noted that the defendant's web site used blue as its
predominant color, which is unlikely to confuse consumers. '78
Although web sites are different than tangible products on store
shelves, their trade dress should still be viewed as a totality of
elements. The Internet is an ever expanding space with new web
sites being created by the minute. As of October of 2007,
surveyors estimate that the Internet contains approximately
142,805,398 web sites'79 which consist of a projected 30 billion
web pages. '80
Even in the same or similar markets, web sites are bound to
borrow or imitate specific features of each others' web sites. For
example, Banana Republic, a division of Gap, Inc., and J.Crew are
two similar clothing retailers. Banana Republic's web site' 8' and
J.Crew's web site 182 have similar features, but do not seem to
cause confusion. Under the men's clothing tab, both web sites
share a common side-panel navigation menu. Both sites also have
similar layouts for displaying their clothing. When a user clicks
on a specific type of clothing like "sweaters" for example, a larger
picture exhibiting the retailer's current sweaters collection is
Cir. 1983).
177. Id. at*10.
178. Id.
179. Netcraft, October 2007 Web Server Survey,
http://news.netcraft.com/archives/2007/10/11/october_2007_webserversurvey
.html (last visited Feb. 12, 2008).
180. See Boutell.com, WWW FAQs: How Many Websites Are There?,
http://www.boutell.com/newfaq/misc/sizeofweb.html (last visited Feb. 12,
2008).
181. Banana Republic, http://www.bananarepublic.com (last visited Feb. 12,
2008).
182. J.Crew, http://www.jcrew.com (last visited Feb. 12, 2008).
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displayed and then numerous thumbnail images of models wearing
the retailer's sweaters are displayed underneath. The SG Services
court might look at these specific features and decide that one web
site is infringing on the other's trade dress. However, when
viewed as a totality of elements, the overall look and feel of the
two web sites are more than likely different and do not constitute
trade dress infringement.
B. The Court in Taylor Failed to Apply Trade Dress Analysis to
the Look and Feel of the Web Site
As in SG Services, the court in Taylor only compared specific
features of the plaintiff's and defendant's web sites. The court
failed to evaluate the overall look and feel of the defendant's web
site despite the fact that the plaintiff residential construction
company alleged that the defendant's web site, "in its image and
overall impression," approximated its own.'83 The court even
described how they compared the images on the defendant's web
site to the images on the plaintiff's web site side-by-side. 184
By analyzing the trade dress issue as the Taylor court did, the
result will be parallel to the conclusion that the SG Services court
came to.
C. How should Courts Look at Trade Dress Infringement Claims
Pertaining to Web Sites?
The Blue Nile court recognized that web site protection is
traditionally governed by copyright law and that application of
Lanham Act protection is limited by whether or not copyright laws
provide an adequate remedy. '85 The court cited a Ninth Circuit
case that deemed parallel claims under both the Copyright Act and
183. Taylor Bldg. Corp. of Am. v. Benfield, 507 F. Supp. 2d 832, 844 (S.D.
Ohio 2007).
184. Id. at 845 ("A side-by-side comparison of the images on Benfield's
website and the Taylor Homes mark do not reveal any similarities other than the
use of the word 'Taylor.').
185. Blue Nile, Inc. v. Ice.com, Inc., 478 F. Supp. 2d 1240, 1244 (W.D.
Wash. 2007).
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Lanham Act permissible. '86
Although the court held that greater factual development was
necessary to determine whether or not the plaintiffs trade dress
claim was supported, their analysis of the issue would allow for
the expanded application of trade dress protection. While the
plaintiff asserted that specific features of its web site were
infringed upon, the court looked at how those features related to
the look and feel of the web site.'87 This application of trade dress
analysis was described in a footnote that referenced several
scholarly articles theorizing the extension of trade dress protection
to web sites.'88
Had the plaintiff presented a sufficient factual basis for its trade
dress claim, the court may have evaluated the infringing features in
relation to the "total image and overall appearance" of the web site
rather than comparing single features as the SG Services and
Taylor courts did. Apparently, courts will remain unwilling to
proactively expand the application of trade dress protection until a
claimant can perfect a factual record that compels the court to
confront squarely the "total image" argument.
V. IMPACT
The way in which the courts in Blue Nile, SG Services, and
Taylor handled the novel issue of extending trade dress protection
to web sites will potentially direct courts in their future analysis of
the issue. Courts will likely address the issue of extending trade
protection to web sites in one of the following methods: (1) by
examining the claim using a narrow scope, or (2) by addressing the
broader issue of whether the totality of elements in a web site or
the look and feel of a web site can consistently be subject to trade
dress protection.
186. Id. (citing Nintendo of Am., Inc. v. Dragon Pac. Int'l, 40 F.3d 1007,
1011 (9th Cir. 1994)).
187. See id.
188. Id. at 1246 n.8.
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A. The Impact of Courts Examining Trade Dress Claims Using a
Narrow Scope
If courts examine future claims for trade dress infringement
through a narrow scope, claimants will most likely be limited to
the protections afforded to them by current copyright laws. The
court in SG Services found that the plaintiff was unable to
sufficiently support a claim for trade dress infringement.'89 The
court came to this conclusion by examining specific features of the
plaintiffs web site and comparing them to specific features of the
defendant's web site. The decision in Taylor was similar to SG
Services; the court held that the plaintiff was unable to raise a
genuine issue of material fact pertaining to its trade dress claim.'9
Perhaps the decisions in SG Services and Taylor will serve as a
caveat for web site owners looking to protect the overall look and
feel of their web sites in the future. Copyright laws protect
individual elements of web sites, not the totality of elements or its
look and feel. 9 ' When filing complaints, claimants should make
sure that they accurately state how the overall look and feel of
their web site was infringed, not just refer to specific graphics,
phrases or colors that are similar. Claiming that individual
features of a web site were infringed will most likely result in
similar holdings that one would be awarded under current
copyright laws. In addition, potential claimants should be sure to
provide sufficient evidence that will clearly indicate how their web
site's trade dress was infringed. The claimant in SG Services was
unable to provide itself with a genuine opportunity to succeed due
to the fact that it failed to admit any evidence of merit. '92
189. SG Servs. Inc. v. God's Girls Inc., No. CV 06-989, 2007 WL 2315437,
at * 11 (C.D. Cal. May 9, 2007).
190. Taylor Bldg. Corp. of Am. v. Benfield, 507 F. Supp. 2d 832, 846-47
(S.D. Ohio 2007).
191. Blue Nile, Inc. v. Ice.com, Inc., 478 F. Supp. 2d 1240, 1244 (W.D.
Wash. 2007).
192. SGServs., 2007 WL 2315437, at *11.
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B. The Impact of Courts Examining Trade Dress Claims Using a
Broad Scope
If courts examine future claims for trade dress infringement
through a broad scope, claimants will most likely be able to seek
remedies under both the Copyright Act and the Lanham Act.
Although the claimant in Blue Nile must present more evidence
before the court can decide on its trade dress argument, the court
expanded its method of analysis. Even though the claimant
referred to specific features of its web site in its trade dress
argument, the court recognized its approach through precedent and
scholarly theory. When the claimant produces sufficient evidence
to support its claim, the court will most likely determine that
whether or not a web site's trade dress should be protected
depends on the overall look and feel of the web site, not just
individual elements.
VI. CONCLUSION
Is it imaginable that Blue Nile will inspire courts to adopt a
uniform analysis for extending trade dress protection to the overall
look and feel of a web site? It is possible that courts will
eventually recognize the potentially frequent conflict between
online competitors and their desire for trade dress protection.
However, it is unlikely that Blue Nile will have any immediate
effect on this situation. Although Blue Nile is one of the few cases
dealing with substantial issues focusing on trade dress
infringement for the overall look and feel of a web site, until the
issue is analyzed and held to, or not to, constitute trade dress
infringement, courts will have to rely on their own novel
approaches.
The current problems associated with determining trade dress
infringement for the appearance of a web site, specifically the
discrepancy between selection and application of methods of
determination need to be resolved. Courts lack the guidance
whether to apply the Lanham Act or continue to apply copyright
law to Internet trade dress issues. This will lead to much more
litigation which can be expensive and a misuse of the judicial
process. A more appropriate system would be to follow the Blue
27
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Nile court's lead and look at allegedly infringing elements in
concert with the overall look and feel of each party's web site.
Until courts establish a definitive rule, aggrieved web site
owners could employ several techniques in order to protect their
web site's trade dress. Web site owners should be aware that the
Internet is an ever-expanding realm. Even though there are certain
similarities that may be inescapable, web site owners could set
themselves apart from their market competition by making their
graphics and other visual elements more complex, utilizing
different shapes and color schemes, and making sure that the
overall look and feel does not mimic their competition.
Matthew Formeller
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